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Office Action Summary 



Application No. 

10/085,519 



Applicant(s) 

AUDONNET ET AL 



Art Unit 

1648 



Examin r 

Zacha riah Lucas , 

~Z~Th~ MAILING DATE of tn.s communion appears on tne ^eTsTeT^Ttne correspond no aaaress - 

""A Shortened statutory per.od for reply b set to exp.re ; month(S) from 

If NO period for reply ^specified above, the ma— sta ^l"*"* l^heaPpSnlo become ABANDONED (35 U.S.C. § 133). 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )|2 Responsive to communication(s) filed on ?8 February 2002 . 
2aO This action is FINAL. 2b)D This action is non-final. 

Disposition of Claims 

4) |2 Claim(s) 12-18 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8M Claim(s) 12,18 are subject to restriction and/or election requirement. 
Application Papers 

9)D The specification is objected to by the Examiner. 

10)D The drawing(s) tiled on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Exam.ner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 119(a)-(d) or (f). 

aO All b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3 □ Copies of the certified copies of the priority documents . have ^een received in this Nat.onal Stage 
aDDlication from the International Bureau (PCT Rule 17.2(a)). 
* See the attachedSed Office action for a list of the certified cop.es not rece.ved. 
14JD Acknowiedgment is made of a Cairn for domestic priority under 35 U.S.C. § 1 1 9(e) (to a prov IS ,ona. appl.cat.on). 

a) □ The translation of the foreign language provisional appKcation , ha. been receded 
15)D Acknowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



3) 



Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 
5) 
6) 



Interview Summary (PTCM13) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 
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Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

Claims 12-15, and 18, drawn to compositions or kits comprising plasmids 
encoding the E2 protein, with or without other proteins, of the bovine diarrhea 



I 



virus 



(BDV), classified in class 435, subclass 320.1. 



II. Claims 16 and 17, drawn to methods of inducing immunological responses by 

administering a plasmid encoding a BDV protein, and another vaccine, classified 
in class 435, subclass 320.1. 

For each of Groups I and II above, restriction to one of the following is also required 1 under ^35 
USC 121 Therefore, election is required of one of Groups I and II, and one of inventions (A)- 

(C) ' (A) the elected invention wherein the plasmid encodes the E2 BDV protein; 

(B) the elected invention wherein the plasmid encodes the C, El, and E2 BDV proteins; 



or 



(C) the elected invention wherein the plasmid encodes the El and E2 BDV proteins. 



The inventions are distinct, each from the other because of the following reasons: 
2. Subgroups (B) and (C) are related as combinations and subcombination with subgroup 
(A). Inventions in this relationship are distinct if it can be shown that (1) the combination as 
claimed does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In 
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the instant case, the combinations as claimed does not require the particulars of the 
subcombination as claimed because they may rely on the inclusion sequences coding for the 
other proteins, or on the combination thereof for patentability. The subcombination has the same 
separate utility as the combination (i.e. either to produce a viral protein, or to elicit an 
immunological response). 



3. The inventions of Groups I and II are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the Groups relate to plasmid, which may be 
used to produce the viral proteins, and to a method of using such plasmids in a method of 
inducing an immunological response. As the plasmids may be used in method other than the 
claimed method, the two groups of inventions are distinct. 



Examiner's Notes 



4. 



Claim 18 is in improper multiple dependant form as it depends from claim 17, which is 
Itiple dependant claim If Group I of the invention is elected, the claim will be objected 



also a mu 



to on this ground. 



will be 



Claim 16 will be rejected in the first action on the merits if Group H is elected. The claim 
rejected because in identifying the composition that may be used in the method of the 
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claim, it refers to the composition in claim 17, which in turn refers to the composition of claim 
16 (i.e. the claims each depend from the other, and neither identifies the composition forming the 
basis of the reference). 



Conclusion 



6. Because these inventions are distinct for the reasons given above, and because the 
literature and sequence searches required for any one of the groups is not required for the others, 
restriction for examination purposes as indicated is proper. 



7. Applicant's attention is hereby directed to the following is a recitation of M.P.E.P. 
§821.04 regarding the restriction of claims to a product and processes of using the product, 
Rejoinder: 

Where product and process dadns dntwr - JSSSS^iSS 

Where product and process chain* are presented In a singte application and « appto'tan dual ifo 
nnde, the transhil restriction practice pursutot, to 37 CFR > .12* , apphcan = ^ 

•*u n era i iru i 1 06 Thus to be allowable, the rejoined claims must meet an emend iui 
accordance with 37 CFR 1.104 - 1.106. Ihus to oe aiio , j application contaimng the 

patentability including the requirements of 33 U.S.C. 101, 102, Wi, ana w 
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reioined claims is not in condition for allowance, the subsequent Office action may be made final, or, if the 
SphcSion Z airly under final rejection, the next Office action may be an ad^asory actum. 

The following is a recitation from paragraph five, "Guidance on Treatment of Product and 



Process 



Claims in light of In re Ochiai, In re Broker and 35 U.S.C. §103(b)" (1 184 TMOG 



86(March26, 1996)): 

"Hnwever in the case of an elected product claim, rejoinder will be permitted when a product claim is 
not be rejoined." (emphasis added) 

In accordance with M.P.E.P. §821.04 and In re Ochiai, 71 F.3d 1565, 37 USPQ 1 127 
(Fed. Cir. 1995), rejoinder of product claims with process claims commensurate in scope with 
the allowed product clatms will occur following a finding that the product claims are allowable. 
Until, such time, a restriction between product claims and process claims is deemed proper. 
Additionally, in order to retain the right to rejoinder in accordance with the above policy, 
Applicant is advised that the process claims should be amended during prosecution to maintain 
either dependency on the product claims or to otherwise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. 



8. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zachariah Lucas whose telephone number is 703-308-4240. The 
examiner can normally be reached on Monday-Friday, 8 am to 4:30 pm 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel can be reached on 703-308-4027. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-308-4242 for regular 



communications and 703-872-9307 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 




/L. Lucas 
Patent Examiner 

December 1 0, 2002 M P M0SHER 

Sby examiner 

™ GROUP 1800 




